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Attorney's Docket No.: 5214P001R EM 

IN THQE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re of Application of; 

Kuriacose Joseph, et al. 
Application No.: 09/672,523 
Filing Date: Scrptember 27, 2000 
For; 


APPARATUS FOR TRANSMTTTING 
AND RECEIVING EXECUTABLE 
APPLICATIONS AS FOR A 
MULTIMEDIA SYSTEM, AND SYSTEM 
TO ORDER AN ITEM USING A 
DISTRIBUTED COMPUTING SYSTEM 


Examiner: Kalinowski, A. 
Art Group: 2761 


RECEIVED 

MAR 2 6 2002 
Technology Center 2100 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


NOTICE OF LITIGATION UNDER 37 CFJl. 1.17S 


Sir: 


Novice is hereby provided that U,S. Patent No, 5,819*034, on which the above Reissue Patent 
Application is based, is involved in litigation. Specifically, the Assignee OpenTV, Inc. on February 7, 
2002, filed a complaint in the U.S. District Court of Northern California alleging infringement by 
Liberate Technologies of U.S. Patents Nos. 5,819,034 and 5,563,648. A copy of the complaint is 
attached- 
Regarding the status of this litigation, only the above noted complaint has been filed to date. The 
Examiner is invited to contact the undersigned attorney with any questions relating to the current status 
of the litigation. 

CERTIFICATE OF TRANSIVOSSION 
1 hereby certify chat tl^is comaspoddeoce is bdng facsimile cransmitted to the Patent and Triidemark Office on: 

Date of Transmission Mar<ph 21. 2002 

Sarah M. MontEomcrv 


(Typed dr pitnred nanoe of pqrson transflaiiling paper) 
(Signature of person transmitting papci^ 
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If there are any fees in connection with this Notice, please charge Deposit Account No. 02-2666. 
A duphcate of this Notice is enclosed for deposit account charging purposes. 

Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 


Date: 


2002 


12400 Wilshirc Blvd. 
Seventh Floor 
Los Angeles, CA 90025 
(408) 947-8200 



Andre L, Marais 
Reg. No. 48,095 


RECEIVED 

MAR 2 6 200Z 
Tectinology Center 21 00 
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HAROLD J. McELHINNY (BAR NO. 66781) 
MICHAEL A. JACOBS (BAR NO. 11 1 664) 
GEORGE C. HARRIS (BAR NO. 1 1 1074) 
MORRISON & FOERSTERuj- 
425 Market Street 

SanFiancisco, California 94105-2482 ,r-r\ 
Telephone: (415) 268-7000 RpCElVfcU 
Fax: (415) 268-7522 nv-v^ 


ORIGINAL 
FILED 

FEB - 7 200Z 


Attorneys for Plaintiff 
OPENTV, INC. 


BAR 2 6 200Z »H«D«j|WO, 


cAiiy^onwiA 


l5isnTED STATES DISTRICT COURT 
NORTHERN DISTRICT OF CALIFORNIA 


OPENTV, tNfC, a Delaware coipoi^tion. 

Plaintiff, 

LIBERATE TECHNOLOGIES, a Delaware 
corporation* 

Defendant, 


No, 


ADR 

C 02 0655 JL' 


COMP)LAlNT FOR PATENT 
INFRINGEMENT 

DEMAND FOR JURY TRIAL 


Plaintiff OpenTV, Inc. ("OpenTV"), as its Complaint against Defendant Liberate 
Technologies ("Liberate"), alleges as follows: 

PARTIES 

L OpenTV is a coiporation incorporated under the laws of Delaware, with its principal 
place of business at 401 East Middlefield Road, Mountain View, California 94043, 

. 2. Liberate is a oorporation incorporated under the laws of Delaware, with its principal 
place of business at 2 Circle Star Center, San Carlos, C^alifomia 94070, 

JURISDICTION AND VENUE 
3. This action arises under the patent laws of the United States, Tide 35 of the United States 
Code. This Court has jurisdiction over the subject matter of this action pursuant to 28 U.S.C. 
g§ i 338(a) (action arising under an Act of Congress relating to patents) and 1331 (federal question) 
and 35 U.S.C.§28L 

Complaint for Patent Infringement 1 

sf-l 1807^3 
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4, Venue is proper in this judicial district pursuant to 28 U.S.C. §g 1391(b), 1391(c) and 
1400(b), in that Liberate resides in this district, is subject to personal jurisdiction in this district and 
has committed acts of infringemOTt in this district, 

PRELIMINARY STATEMENT 
5- OpenTV is one of the world's leading interactive television technology companies. 
OpenTV builds a complete "middleware" platform that enables digital interacSve televisJon. 
6. OpenTV is the sole owner of numerous United States Patents in the field of digital 

8 interactive televisioti, including: United States Patent No. 5,363,648, issued on October 8> 1996 (the 

9 "'648 patent**), which is attached hereto as Exhibit A; and United States Patent No. 5,819,034, issued 

10 on October 6, 1 998 (the "'034 patent*'), which is attached hereto as Exhibit B. The '648 patent and 

1 1 the '034 patent are referred to collectively herein as '*the OpenTV patents.** 

12 7. Liberate competes against OpenTV b the interactive television market, developing and 

1 3 marketing interactive television middleware platforms under the Liberate name. OpenTV has not 

1 4 Ucensed Liberate under the OpenTV patents. 

PATENT INFRINGEMENT BY LIBERATE 

8. OpenTV is informed and believes, and on that basis alleges, that Liberate has infringed 
17 and continues to infringe, directly or indirectly, the OpenTV patents by its unlicensed use, promotion, 

15 manufacture, and offering for sale, in this judicial district and elsewhere in the United Stales, of 
1 9 interactive television middleware, 

9- OpenTV is informed and believes, and on that basis alleges, that Liberatc's infiingement 


15 
16 


20 


21 of the OpenTV patents has been and will continue to be willfuL 

22 1 0, OpenTV is damaged and irreparably irgured by Liberate's infringing activities and will 

23 continue to be so damaged and irreparably injured unless Liberate*s infringing activities art; enjoined 

24 by this Court RECEIVED 

2100 

patents and all rights of 


25 
26 
27 


PRAYER FOR RELIEF 

WHEREFORE. OpenTV requests that the Court 

A- Enter judgment that OpenTV is the owner of the Op^f^p^ts and al 


28 recovery under each of them, and that each of those patents wa$ duly issued and is valid; 

COMPLAIMT POR PaTENT INFRINCEP^NT 2 
5f-HS0763 
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B. Enter judgment that Liberate has infiinged the OpenTV patents, directly or indirectly; 

C. Preliiniiiarily and permaaently enjoin Liberate, its officers, agents, servants, 
employees and liiose in concert or participation v/ith them, from any unlicensed use of the inventions 
claimed in the OpenTV patents; 

D. Award OpenTV damages as compensation for Libeiate's infiingement of the OpenTV 
patents^ such award to include prejudgment interest; 

E. Trdble such award of dam^es due to the wiltfiil nature of Liberate's infiingement of 
the OpenTV patents; 

F. Declare that Hois is an exceptional case under 35 U.S.C. § 285 and award OpenTV its 
attorneys' fees and expenses in this action; 

G. Award OpenTV its costs in thfs action; and 

H. Enter such other and ftirther reUef to which OpenTV may be entitled as a matter of 
law, or which may otherwise be jnst and proper. 

Dated; Febraary 7, 2002 

HAROLD McELHiNNY 
MICHAEL A. JACOBS 
GEORGE C.HARRIS 
MORRISON & FOERSTERup 


Michael A. Jacobs 

Attom^ for PlaintifT 
OPENTV, INC. 


BECBVEO 
^Ifechnoiogy center 2100 


Complaint for Patent In fringement 

sf-US0753 
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DEMAND FOR JURY TRIAL 
Plaintiff OpenTV hereby demands trial by jury of all claims and coimterclaims in this action 
for which th^e is a right to trial by jury. 
Dated: February 7, 2002 

HAROLD McELHINNY 
MICHAEL A. JACOBS 
GEORGE CHARMS 
MORRISON & FOERSTERuj* 


By:. 


Midbiael A. Jacobs ^ 


Attorneys for Plaintiff 
OPENTV, INC. 


RECEWEO 

Technology caitMZW 


Complaint for Patent Infringement 

sf-l 180763 ' 
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BLAKELY 
SOKOLOFF 
TAYLOR & 
ZAFMAN 

A UMITED UASIUITY 
PARTNERSHIP INCLUDING 
LAW CORPOHATlONS 


60 South Market Street. Suite 510 
San Jose, CALIFORNIA 95113 
(40B) 947-8200 (Telephone) 
(408) 947-S280 (Facsimile) 


FACSIMILE TRANSMITTAL SHEET QTR^NSMIT^ 

Deliver to: KalinowskL A, \ Art Group: 2761 

Firm Name: U.S. PATENT AND TRADEMARK OFFICE 


MIS P 001/008 

RECEIVED 

MAR 2 6 2002 
hnology Center 2100 



f703) 746-4000, 


Fax Number: 
From: Andrd L. Marais Rea. No. 48,095 


Telephone No.: 


Date: March 21, 2002 


Time: 3:40 p.m. 


Operator: Sarah M, Montgomery Matter: 5214P001R 

Number of pages including cover sheet: 8 

In Re Patent AmH^athMi-gfr -^ Kuriacose JosGPh. et aL 

Application No ^ 09/672.523 ^ ^ 

Filed: September 27. 2000 \ 

For: APPARATUS For TRANSMnriNG And Receiving Executable applications 

As FOR A Multimedia System, And System To Order an Item Using A 

Distributed computing System 

Enclosed are the following documents: Notice of Litigation Under 37 C.F.R. 
1 ,178 (2 PQS,1 and Exhibit A (Complaint for Patent Infringement) (5pas,>. 

ckrtificate of transmission 

I hereby certify thai this correspondence is being facsiiro'le transmitted to ihc Patent and Tradcmdik Office on: 
Dateof Trflftsmission Maiich 21. 2002 


Sarah M. MoTitgnmerv 


(Typed or printed name of person iransmittiivg papw) 
ignature of person transmittingpa] 



laper) 

CONl^lDgKmALrrY NOJg 

The documents accompanying this fseslmllQ transmission contain infonnation from the law firm of Blaksly SoMoff Taylor & 
Zafman LLP thai Is confidential or privilegad. The Information is Intended to be for the usa of Ihe Individual or entity named on this 
transmission sheet. W you are not the intdrvded recipient, bd aware that any disclosure, copying, distribution, or u&d of the contents 
of Ihte taxed inlomiation Is prohibited. If you have received this facsimile In error, please notify us by telephone imiriediatoly so that 
w0 can arrange for the ratrieva) of the original documents at no cost to you. 

IF YOU EXPERIENCE ANY DIFFICULTY IN RECEIVING THE ABOVE PAGES, PLEASE CALL (406) 947-S200 AND ASK FOR 
THE OPERATOR f^AMED ABOVE, 
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